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This action is responsive to the election made on March 4, 2009. The elected 
claims 1-12, 20-29, 30-38 and 41-49 are presented for examination. Claims 13-19 and 
39-40 have been canceled. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-12, 20-29, 30-38 and 41-49 are rejected under 35 U.S.C. 101 as not 
falling within one of the four statutory categories of invention. While the claims recite a 
series of steps or acts to be performed, a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to particular machine, or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing. See page 10 of In Re Bilski 88 USPQ2d 
1385. The instant claims are neither positively tied to a particular machine that 
accomplishes the claimed method steps nor transform underlying subject matter, and 
therefore do not qualify as a statutory process. The scope of "An instant messaging 
system comprising a server...," and "the method including steps of ..." is broad enough 
that the claim could be completely performed mentally, verbally or without a machine 
nor is any transformation apparent. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-12, 20-29, 30-38 and 41-49 are rejected under 35 U.S.C. 102(a), 102 
(e) as being anticipated by Fitzpatrick et al., U.S. Patent Number 7,266,583 (hereinafter 
Fiztpatrick). 

Fitzpatrick discloses a method and system for providing contact management to 
an instant messaging systems. Fitzpatrick discloses the invention substantially as 
claimed. Taking claim 1 as an exemplary claim, Fitzpatrick discloses an IM server 
(column 9, lines 52-55; abstract, lines 22-24) connected to a communication network 
(column 6, lines 52-54; Fig. 1 displays a server connected to a network); and logic 
operable on the IM server enabling a first user to browse contacts associated with a 
second user (column 1, lines 17-21 and 51-56; abstract, lines 22-24), wherein the logic 
enables the second user to act as an intermediary in response to a request by the first 
user to add a contact associated with the second user (0030, any participants can be 
permitted to modify a contact list). 
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With respect to claim 2, Fitzpatrick discloses the network is the Internet network 
(column 6, lines 52-54). 

With respect to claim 3, Fitzpatrick discloses the logic additionally enables the 
first user to add and list contacts accessed by browsing the contacts associated with the 
second user (column 8, lines 11-16, chat session participant 300 of contact list 31 0 is 
considered the first user and the contact list 1 10 is considered as belonging to the 
second user). 

With respect to claim 4, Fitzpatrick discloses the second user groups contacts in 
distinct separate lists (column 4, lines 48-53), and the first user is enabled to browse 
contacts in only the second user's list that includes the first user as a contact (column 2, 
lines 36-38; column 4, lines 66-67; column 5, lines 1-8). 

With respect to claim 5, Fitzpatrick discloses a means operable for the second 
user to enable and disable access by the first user to individual ones or lists of contacts 
associated with the second user (column 9, lines 11-13; column 2, lines 58-65). 

With respect to claim 6, Fitzpatrick discloses a means for the first user to select a 
screen name from the contacts of the second user (column 6, lines 59-66), which 
selection adds the selected screen name as a contact for the first user (column 8, lines 
7-18). 

With respect to claim 7, Fitzpatrick discloses the means for a user to select a 
screen name is an interactive list (column 6, lines 59-66) displayed to the first user on a 
display screen (column 6, lines 59-66) of a first computerized appliance connected to 



Application/Control Number: 10/815,901 Page 5 

Art Unit: 2451 

the IM network (column 9, lines 64-67; .column 10, lines 1-3) and executing a first 
instance of client logic of the IM system (column 8, lines 7-16; abstract, lines 22-24). 

With respect to claim 8, Fitzpatrick discloses the second user's contacts are 
stored and displayed on a second computerized appliance (column 9, lines 64-67; 
column 10, lines 1-3) executing a second instance of client logic of the IM system 
(column 8, lines 7-16; abstract, lines 22-24). 

With respect to claim 9, Fitzpatrick discloses upon the first user selecting a 
screen name from the contact list of the second instance (column 8, lines 7-14), the 
second instance sends a message to a third instance of the IM client on the network 
(column 10; lines 56-64, when a token of introduction can be originated by a first 
participant, a message sent by a second instance is inherent; column 1 1 , lines 33-34; 
abstract, lines 22-24), the third instance registered to a person using the selected 
screen name (column 7, lines 23-28), the message alerting the person using the 
selected screen name that the first user is adding his name to the first user's contact list 
(column 11, lines 33-37). 

With respect to claim 10, Fitzpatrick discloses the second instance, upon the first 
user selecting a name from the contact of the second instance (column 8, lines 7-14), 
acts as an intermediary, sending at least a message to a third instance of the IM client 
(column 10, lines 56-64, when a token of introduction can be originated by a first 
participant, a message sent by a second instance is inherent; column 1 1 , lines 33-34; 
abstract, lines 22-24) registered to the person using the selected screen name (column 
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7, lines 23-28), the message seeking approval for addition of the selected screen name 
to the contact list of the first instance (column 1 1 , lines 33-37). 

With respect to claim 1 1 , Fitzpatrick discloses the second instance, upon the first 
user selecting a screen name from the contact list of the second instance (column 10, 
lines 64-67; column 1 1 , lines 1-2, first user is considered as user #3, second instance is 
considered user #1), sends messages (column 11, lines 10-12, second instance is 
considered user #1) to both the third instance registered to the person using the 
selected screen name (column 1 1 , lines 33-34; column 71 lines 23-28) and also to the 
first user at the first instance (column 1 1 , lines 33-34), providing introductory information 
(column 1 1 , lines 1 5-24) to each of the two users (column 1 1 , lines 33-34, when a token 
of introduction is provided to one chat session participant, providing a token of 
introduction to more than one participant is inherent) about the other of the two users 
(column 1 1 , lines 1 5-24, when a token of introduction is created, GUI fields may contain 
information about the users). 

With respect to claim 12, Fitzpatrick discloses the two messages sent (column 
1 1 , lines 33-34, when a token of introduction is provided to one chat session participant, 
providing a token of introduction to more than one participant is inherent) also seek 
response from the two users granting or withholding authorization (column 1 1 , lines 33- 
34) for the addition of each user's screen name to the other user's contact list (column 
1 1 , 34-37). 
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With respect to claim 20, Fitzpatrick discloses providing at least first and second 
instances of an IM client (column 1 , lines 51-56; abstract 22-24) on first and second 
computerized appliances respectively on a network (column 9, lines 64-67; column 10, 
lines 1-3); and providing a browsing means in the first instance of the IM client (column 
1, lines 17-21) to allow browsing screen names in a contact list of the second instance 
by a first user of the first instance (column 7, lines 6-8, when viewing contact list 1 10 of 
the first instance by chat session participant 300, a third user of the instance, browsing 
screen names by a first user of the first instance is inherent), wherein the second 
instance acts as an intermediary in response to a request by the first user to add a 
contact in the contact list of the second instance (0030, participants can permit any 
other one to modify a contact list). 

With respect to claim 21 , Fitzpatrick discloses initiating the browsing function by 
selecting one of a menu line item or an interactive icon (column 6, lines 59-61) in an 
interactive interface on a display screen (column 6, lines 59-66) one of the 
computerized appliances (column 9, lines 64-67; column 10, lines 1-3). 

With respect to claim 22, Fitzpatrick discloses the network is the Internet network 
(column 6, lines 52-54) and one or more of the computerized appliances are personal 
computers connected to the Internet (column 9, lines 64-67; column 10, lines 1-3; Fig: 1, 
users are connected to the Internet; column 6, lines 52-54). 

With respect to claim 23, Fitzpatrick discloses a user of the second instance 
enabling or disabling access by the browsing user of the first instance (column 1 , lines 
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51-56 and 67; column 2, lines 1-2) for individual ones or groups of contacts in contact 
lists of the second instance (column 1, lines 51-56). 

With respect to Claim 24, Fitzpatrick discloses selecting a screen name from the 
contact list of the second instance (column 8, lines 7-14), which adds the selected 
screen name as a contact in the contact list of the first instance (column 8, lines 7-16). 

With respect to claim 25, Fitzpatrick discloses displaying an interactive list of 
contacts (column 6, lines 59-66) from a contact list of the second instance (column 8, 
lines 7-14) in a display window (column 6, lines 59-66) of the first computerized 
appliance (column 9, lines 64-67; column 10, lines 1-3). 

With respect to claim 26, Fitzpatrick discloses upon the first user selecting a 
name from the contact list of the second instance (column 8, lines 7-14), sending a 
message (column 10, lines 56-64) to a third instance of the IM client on the network 
(column 1 1 , lines 33-34; abstract, 22-24), the third instance registered to the person 
using the selected screen name (column 7, lines 23-28), the message alerting the 
person using the selected screen name that the first user is adding his name to the first 
user's contact list (column 11, lines 33-37). 

With respect to claim 27, Fitzpatrick discloses upon the first user selecting a 
name from the contact of the second instance (column 8, lines 7-14), acting as an 
intermediary, .sending at least a message (column 10, lines 56-64) to. a third instance 
of the IM client (column 11, lines 33-34; abstract, 22-24) registered to the person using 
the selected screen name (column 7, lines 23-28), the message seeking approval for 
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addition of the selected screen name to the contact list of the first instance (column 1 1 , 
lines 33-37). 

With respect to claim 28, Fitzpatrick discloses upon the first user selecting a 
screen name from the contact list of the second instance (column 8, lines 7-14), sending 
messages (column 10, lines 56-64) to both the third instance (column 11, lines 33-34; 
abstract, 22-24) registered to the person using .the selected screen name (column 7, 
lines 23-28)', and also to the first user at the first instance (column 1 1 , lines 33-34; 
abstract, 22-24; column 7, lines 23-28), providing introductory information (column 11, 
lines 15-24) to each of the two users (column 11, lines 33-34, when a token of 
introduction is provided to one chat session participant, providing, a token of 
introduction to more than one participant is inherent) about the other of the two users 
(column 1 1 , lines 1 5-24, when a token of introduction is created, GUI fields may contain 
information about the users). 

With respect to claim 29, Fitzpatrick discloses the two messages sent (column 
1 1 , lines 33-34, when a token of introduction is provided to one chat session participant, 
providing a token of introduction to more than one participant is inherent) also seek 
response from the two users granting or withholding authorization (column 1 1 , lines 33- 
34) for the addition of each user's screen name to the other user's contact list (column 
11, lines 34-37). 
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As per claims 30-38 and 41-49, they do not teach or further define over the 
limitations recited claims 1-12, and 20-29. therefore, claims 30-38 and 41-49 are also 
rejected for the same reasons set forth in claims 1-12 and 20-29, supra . 



Response to Arguments 

Applicant's arguments filed on October 22, 2008 have been fully considered but they 
are not persuasive. As per applicants' arguments filed on October 22, 2008, the 
applicants argued in substance that Fitzpatrick fails to discloses "the logic enables the 
second user to act as an intermediary in response to a request". 

In reply, Fitzpatrick teaches that anyone of the participants can be permitted 
modify a contact list of the other participant, thereby allowing to participant to acts as an 
intermediary in response to the request of the participant who is modifying the list 
(0030-0031 ). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zarni Maung whose telephone number is (571) 272- 
3939. The Examiner can normally be reached on Monday-Friday from 8:30 to 5:00 p.m. 
If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
Supervisor, John Follansbee can be reached at (571 ) 272-3964. Any inquiry of a 
general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is (703) 305-3800/4700. 
Information regarding the status of an application may be obtained from the Patent 
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Application Information Retrieval (PAIR) system, status information for published 
application may be obtained from either Private or Public PAIR, for unpublished 
application Private PAIR only (see http://pair- direct.uspto.gov or the Electronic Business 
Center at 866-217-9197 (toll-free). 



Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Hand carried or delivered to: 

Customer Service Window located at the Randolph Bldg. 401 

Dulany St. Alexandria, VA 22314 

Faxed to the Central Fax Office: 

(571 ) 273-8300 (New Central Fax No.) 

Or Telephone 

(571) 272-2100 forTC 2100 Customer Service Office. 



/Zarni Maung/ 



Primary Examiner, Art Unit 2451 



